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- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 
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2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) ^ Claim(s) U9 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 

6) ^ Claim(s) K3 is/are rejected. 

7) |KI Claim(s) 4^9 is/are objected to. 
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DETAILED ACTION 

Specification 

1 . The disclosure is objected to because of the following informalities 
paragraph r0012l, line 2, should be -from-- . 
Appropriate correction is required. 

Claim Objections 

1. Claims 4-9 are objected to under 37 CFR 1 .75(c) as being in improper form 
because a multiple dependent claim should not depend on any other multiple 
dependant claim. See MPEP § 608.01 (n). Accordingly, the claims 4-9 have not been 
further treated on the merits. 



Double Patenting 

3. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, All 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 
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Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

4. Claims 1-5 are provisionally rejected on the ground of nonstatutory double 
patenting over claims 1-6 of copending Application No. 10/573,623. 

5. This is a provisional double patenting rejection since the conflicting claims have 
not yet been patented. 

The subject matter claimed in the instant application is fully disclosed in the 
referenced copending application and would be covered by any patent granted on that 
copending application since the referenced copending application and the instant 
application are claiming common subject matter, as follows in table 1 below. 

Furthermore, there is no apparent reason why applicant would be prevented from 
presenting claims corresponding to those of the instant application in the other 
copending application. See In re Schneller, 397 F.2d 350, 158 USPQ 210 (CCPA 
1968). See also MPEP § 804. 



Instant Application 

1. A method of preparing a metal-silicone rubber 
composite, the method comprising the steps of: 

(i) depositing a layer of gold on a surface of a mold ; 

(ii) depositing a primer layer of a metal on the layer 
of gold, wherein the metal is selected from 
aluminum, chromium, titanium, and copper; 

(Hi) applying a radiation-curable silicone 
composition on the primer layer; 

(iv) curing the silicone composition with radiation to 
form a silicone rubber; and 

(v) removing the silicone rubber from the mold, 
whereby the layer of gold and the primer layer axe 
transferred to the silicone rubber. 

Wherein the layer of gold has a thickness of from 
25 to 500 nm. 



10/573,623 

1. A method of metallizing a silicone rubber 
substrate, the method comprising the steps 
of: 

(i) depositing a primer layer of aluminum on a 
surface of a silicone rubber substrate, and (ii) 
depositing a layer of a ductile metal on the primer 
layer of aluminum, wherein the ductile metal is 
selected from:gold, platinum, palladium, copper, 
silver, aluminum, and indium. 

wherein the silicone rubber substrate is prepared 
by curing a curable silicone composition selected 
from a hydrosilylation-eurable silicone composition, 
a peroxide curable silicone composition, a 
condensation-curable silicone composition, an 
epoxy-curable silicone composition; an ultraviolet 
radiation-curable silicone composition, and a high- 
energy radiation-curable silicone composition. 
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Wherein the primer layer has a thickness of from 1 
to 50 am. 

Wherein the primer layer is aluminum, 
wherein the radiation-curable silicone composition 
comprises (i) an organopolysiloxane containing 
radiation-sensitive functional groups and (ii) a 
photoinitiator. 



Wherein the primer layer of aluminum has a 
thickness of from 1 to 200 nm. 

Wherein the layer of a ductile metal has a thickness 
of from 20 to 500 nm. 

Wherein the ductile metal is gold or platinum. 



Table 1: A comparison between application 10/573622 and 10/573623 



Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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8. Claims 1-3 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Matsukawa et al. (USP No. 6,153,326) in view of Gibbons et al. (USP No. 5,589,280). 

9. Regarding claim 1 , Matsukawa discloses a method of preparing a metal-silicone 
rubber composite (See examples 1 and 2 in column 3— disclosing the process used 
to make the metal-silicone rubber composite) , the method comprising the steps of: 
(i) depositing a layer of metal on a surface of a mold (See column 2 lines 42- 49 and 
examples 1-2 in column 3— disclosing the depositing of a metal plate into the 
surface of the mold) : (ii) depositing a primer layer of a metal on the layer of metal (See 
column 2 lines 21-29 — disclosing the use of a primer layer that is deposited 
between the silicone resin layer and the metal layer), (iii) applying a radiation- 
curable silicone composition on the primer layer (See column 2 lines 42-49 — 
disclosing the injection molding/Insert Molding of a Silicone resin layer on the 
primer layer) ; (iv) curing the silicone composition with radiation to form a silicone 
rubber (See column 2 lines 42-49 — disclosing the injection molding/Insert Molding 
of a Silicone resin layer on the primer layer. It would have been obvious to one 
having the ordinary skill in the art that radiation curing the silicone rubber would 
be one of many engineering choices used to cure the silicone.) : and (v) removing 
the silicone rubber from the mold, whereby the layer of gold and the primer layer are 
transferred to the silicone rubber. (See figures 1-6 showing the progression of the 
silicone composite through the molding process. The end product is released 
from the mold and has the metal layers transferred onto the cured silicone 
component.) 
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a. With respect to claim 1 , Matsukawa does not explicitly teach (1 ) wherein 
the layer of metal that is deposited in step one is actually a layer of gold and (2) 
wherein the primer layer metal is selected from aluminum, chromium, titanium, 
and copper. 

b. However, Gibbons teaches; (1 ) wherein the layer of metal that is 
deposited in step one is actually a layer of gold (See abstract) and (2) wherein 
the primer layer metal is selected from aluminum, chromium, titanium, and 
copper. (See column 5 line 61 to column 6 line 9— disclosing that the primer 
layer (adhesion promoting layer) is aluminum or chromium) 

c. Matsukawa and Gibbons are analogous art because they are from the 
same field of endeavor which is creating metal on plastic composites. At the time 
of the invention, it would have been obvious to the applicant being one of 
ordinary skill in the art, having the teachings of Matsukawa and Gibbons before 
him or her, to modify the teachings of Matsukawa to include the teachings of 
Gibbons for the benefit of improving the adhesion of the metal component to the 
plastic component when constructing a metal on plastic composite. The 
motivation for doing so is that if the oxide heat of formation between the primer 
layer and metal layer are contrasted the adhesion affect can be controlled while 
keeping the overall strength or desirable characteristics of the composite stable. 
Therefore it would have been obvious to combine Matsukawa and Gibbons to 
make the invention disclosed in the instant application because one would have 
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been motivated to solve the problem of creating a greater adhesion affect within 
the composite materials. 

1 0. Regarding claim 2, Matsukawa discloses wherein the surface of the mold has a 
release coating thereon. It is the Examiner's position that it is well known in the art of 
transfer molding to utilize a release coating to promote a clean release of the composite 
product from the mold surface. 

1 1 . Regarding claim 3, Matsukawa does not explicitly teach wherein the layer of gold 
has a thickness of from 25 to 500 nm. 

d. However, Gibbons discloses wherein wherein the layer of gold has a 
thickness of from 25 to 500 nm. (25 to 500 nm = 250-5000 Angstroms. See 
column 5 lines 32-59 disclosing that the gold layer can be 100 A to 10,000 
M 

e. Matsukawa and Gibbons are analogous art because they are from the 
same field of endeavor which is creating metal on plastic composites. At the time 
of the invention, it would have been obvious to the applicant being one of 
ordinary skill in the art, having the teachings of Matsukawa and Gibbons before 
him or her, to modify the teachings of Matsukawa to include the teachings of 
Gibbons for the benefit of creating a composite with a thin layer of metal. The 
motivation for doing so is to allow the composite to be used in electrical 
packaging uses and other applications in which the size of the piece is critical. 
Therefore it would have been obvious to combine Matsukawa and Gibbons to 
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make the invention disclosed in the instant application because one would have 
been motivated to solve the problem of creating the smallest possible composite. 

Conclusion 

12. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The reference Takahashi et al. (USP No. 5,093,1 61 ) which 
discloses a method for adhering silicone rubber to a coated metal surface. The 
reference Swisher (USP No. 5,137,791) which discloses the making of a flexible metal- 
plastic laminate. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to AMJAD ABRAHAM whose telephone number is 
(571 )270-7058. The examiner can normally be reached on Monday through Friday 8:00 
AM to 5:00 PM Eastern Time. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Angela Ortiz can be reached on (571 ) 272-1 206. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

AAA 



/Angela Ortiz/ 
Supervisory Patent Examiner, Art Unit 4151 



